IN THE UNIT^^^TES PATENT AND TRADEMARK OFFICE 



Mail Stop Amendment I r ^' ' 

Commissioner for Patents L 1'4 2006 < 
P.O. Box 1450 \5 



^\ Customer No.: 27614 




Alexandria, VA 22313-1450 

Re: Our file: 10101 6-0000 1 Examiner: Not Yet Assigned 

Applicant: Bronwyn Annette Roberts, Geoffrey John Davies, Art Unit: 3672 

and Roy Derrick Achilles 
Serial No.: 10/549,393 
Filing Date: 09/14/2005 
Title: Tool Insert 



Sir: 



Enclosed for filing in the United States Patent and Trademark Office is the following: 

1, Information Disclosure Statement (2 Pages) w/copv of International Search Report) (1 Page): 

2. Form PTO/SB/08fa) (1 Page) w/copv of one fl) reference: 

3, Transmittal Sheet: and 

4. Postcard Receipt 



CONDITIONAL PETITION 

If any extension of time is required for the submission of the above-identified items. Applicant requests that this 
be considered a petition therefore. Please charge any additional charges or any other charges relating to this matter, or 
credit any overpayment, to the Deposit Account of the writer, Account No. 503571. A duplicate copy of this letter is 
enclosed. 

.Re^bectfuljy submitted. 



Date 



Check One and Complete: 

□ CERTIFICATE OF MAILING BY EXPRESS MAIL 



ael nsCTa 

Registration^©. 33,884 
McCarter & English, LLP 
Four Gateway Center 
100 Mulberry Street 
Newark, NJ 07102 
Tel: (973)639-8493 
Fax: (973) 297-6627 



I hereby certify that this correspondence is being deposited with the United States Postal Service, postage 

prepaid, as "Express Mail Post Office to Addressee," Mailing Label No. ^US to the Commissioner for 

Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on . 



By: 

S CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

I hereby certify that this correspondence is being deposited with the United States Postal Service, First Class 
Mail, postage prepaid, to Mail Stop Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450 
on ^////^(^ . 

Bv: *^4<a^\cU 

Diane iBodzioSh 




101016-00001 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re patent application of 
Roberts, et al 

Serial No.: 10/549,393 

Confirmation No.: 6320 

Filed: September 14, 2005 

For: TOOL INSERT 



Examiner: To be assigned 
Group Art Unit: 3672 

I hereby certify that this correspondence and/or fee is being 
deposited with the United States Postal Service as First Class 
Mail in an envelope addressed to Mail Stop Amendment, 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450 on ^////o(' 

(Signature) 0 (Date) 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



INFORMATION DISCLOSURE STATEMENT 



Sir: 

In accordance with the provisions of 37 C.F.R. §§ 1 .97 and 1 .98, Applicants 
and their attorney respectfully request that the following references be made of record in 
the official United States Patent and Trademark Office file relating to the above-identified 
application. The citation of these references should not be construed as an admission that 
they constitute statutory prior art with respect to the present invention. 



U.S. Patent Nos. 



4,694,918* 
5,135.061* 
6,290,008+ 
6,443,248* 



Foreign Patent Publication 
EP0 411 831 



MEI\5737097.1 



Of the patents and foreign patent publication listed above, those which are 
identified by an asterisk (*) have been discussed in the specification of the present 
application. Of the references listed above, those which are identified by a plus (+) symbol 
have been cited in an International Search Report issued by the European Patent Office 
(see enclosed copy of same). 

A copy of the foregoing foreign patent publication is enclosed herewith in 
compliance with 37 C.F.R. §1.98. All of the foregoing patents and the foreign patent 
publication are in the English language. In such circumstances, comments concerning the 
relevance of the patents and foreign patent publication listed above are considered 
unnecessary. 

In order to facilitate the Examiner's citation of the references listed above, 
applicants' attorney has completed United States Patent and Trademark Office Form 
PTO/SB/08A. The completed form is attached hereto for the Examiner's convenience. 

No fees are believed to be due as a result of the submittal of this Information 
Disclosure Statement. If any such fees are due, the Examiner is hereby authorized to 
charge them to Deposit Account No. 503571 . 

Respectfully Submitted. 
McCARTER & EMGLISH, LLP 

m 

By: Micrael R. Friscia 
Reg. No. 33,884 
McCARTER & ENGLISH, LLP 
Four Gateway Center 
100 Mulberry Street 
Newark. NJ 07102-4056 
(973) 622-4444 
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ME1\5737097.1 



IIM I CKIMM I lUIMAL btAKUH REPORT 



latlonal Application No 



A, CLASSIFICATION OF SUBJECT MATTER ' ' 

IPC 7 E21B10/56 






According to Inlemalional Patent Classificalion (IPC) or to boiti national classincalion and IPC 
1 B. FIELDS <?FABr^i4Pn 




Minimum documematton searched (classification system followed by classificalion symbols) ■ 


' 1 Dociimentatfon searcfied otfier llian minimum documentaiinn tn iho ^viAnf ik»i ^..^k ^^^.i^ — - — r— : ■ | 

1 iiuiiiiiuiii uuwiiiieiudiioii lo the extent thai sucn documents are included in the fields searched 1 


Electronic dala base consulted during the inlefnaitonal search (name of data base andl where pracllcal. seaod. lemis used) : 

EPO-Internal 

1 C. DOCUMEMTS CONSIDERED TO BE rfi ci/a mt ~— —————— 


1 Category* 


CMatlon of doeument, wHh Indication, where appropriate, ofthe relevant passages 


Relevant to daim No. 1 


X 
Y 


EP 0 411 831 B (REED TOOL CO) 
6 February 1991 (1991-02-06) 
column 5, line 8 - line 15; figure 1 


1-4 
5-20 


Y 


US 4 694 918 A (HALL DAVID R) 
22 September 1987 (1987-09-22) 
column 17, line 43 - line 44 
column 6, line 29 - line 35 
column 3, line 4 - line 28 
column 19, line 22 - line 34 




5-20 


A 


US 6 290 008 Bl (SIRACKI MICHAEL A ET AD 

18 September 2001 (2001-09-18) 

cited in the application 

column 11, line 51 -column 12, line 4 


1-20 


1 1 Further documents are listed in the continuation of box C. 


X Patent family members are listed In 


annex. j 


j " Special categories of died documents : 

'A' docunient defining the general state of the art which is not 
1 considered to be of particular relevance 

1 earilerdocument but published on or after the International 
1 nilng date 

1 '^^^T,"^ ^^5^ "^^y ^^"^^ ^o"*>*s on priority dalrnfs) or 
1 which Is ated to establish the publication date of another 
dtatjon or other spedal reason (as specified) 

"O" document referring lo an oral disdosure, use, exhibition or 
other means 

'P* document published prior to the International filing date but 
laterthan the priority dale claimed 


r later document published after the international filing dale 
or pnonty date and not In conflict with the application but 
Jjted^to Jjndersland the prindple or theory underlying the 

•X' document of particular relevance; the claimed Invention - 1 
cannot be considered novel or cannot be considered to 1 
involve an Inventive step when the document is taken alone j 

•Y' document of particular relevance; the claimed invention 1 
cannot be considered to involve an inventive step when Ihe 
document is combined with one or more other such docu- 
ments, such combination being obvious to a person skilled 
in In 6 art> 1 

document member of the same patent family 1 


Dale of the actual completion of the international search [ ' 


Date of maBing of the Intemattonal search report ~ 1 


21 July 2004 


27/07/2004 




Name ana mai 


Ung address of the ISA 

European Patent Office, P.a 5818 Palentiaan 2 
NL-2280HVRi]swljk 
Tel. (+31-70) 340-2040. 1^. 31 651 epo nl. 
Fax: (+31-70) 340-3016 


Authorized officer | 

Stroemmen, H. 1 




PTO/SB/08A (07-05) 
Approved for use through 07/31/2006. 0MB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
ir the Papenvork Reduction Act of 1995. no persons are required to respond to a collection of infomriation unless it contains a valid 0MB control numbe r. 



Substitute for fomi 1449/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(Use as many sheets as necessary) 



^ Sheet I 1 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



10/549,393 



September 14. 2005 



Bronwyn Annette Roberts 



3672 



To Be Assigned 



TTTT 



Attorney Docket Number 



101016-00001 



U. S. PATENT DOCUMENTS 


Examiner 
Initials* 


Cite 


Document Number 


Publication Date 
MWI-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns, Lines, Where 
Relevant Passages or Relevant 

Pinitfv^^ Annp^r 


Number-Kind Code^^'"^' 






US- A CQA O'iQ 

4,Dy4,yio 


HQ 00 '1 Qfl7 


Mall 








5,135,061 


UO-U4- lyyz 


iNcWion, jr. 








US- a oon haq 
0,zyU,UUo 


uy-io-zuui 


Portwood et al. 








US- ^ A A O il O 

6,443,248 


HQ r\'i onno 


Yong et al. 








US- 












US- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 









FOREIGN PATENT DOCUMENTS 


Examiner 
Initials* 


Cite 
No.' 


Foreign Patent Document 


Publication 
Date 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns, Lines, 
Where Relevant Passages 
Or Relevant Figures Appear 




Country Code''Number*"Kind Co6e* {if known) 






EP0 411 831 Al 


02-06-1991 


Reed Tool Company Ltd. 




/ 





































































Examiner 




Date 




Signature 




Considered 





considered. Include copy of this form with next communication to applicant. ' Applicant's unique citation designation number (optional). ^See Kinds Codes of 
USPTO Patent Documents at www.uspto.qov or MPEP 901.04. ^ Enter Office that issued the document, by the two-letter code (WlPO Standard ST.3). * For 
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. Kind of document by 
the appropriate symbols as indicated on the document under WlPO Standard ST. 16 if possible. ® Applicant is to place a check mark here if English language 
Translation is attached. 

This collection of information Is required by 37 CFR 1.97 and 1 .98. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent 
and Trademark Office. P.O. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing ttie form, call 1-800-PTO-9199 (1-800-780-9199) and select option 2. 



